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Detailed Action 
Summary 

1 . This is the initial Office action based on the 10/535762 application filed on 07/22/2005. 

2. Claims 1 - 1 8 are pending and have been fully considered. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
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3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1-8, 10, 12, 15-16, &18 are rejected under 35 U.S.C. 103(a) as being obvious over 
GANSER in US 6787301 in view of JAMES in US 2914746. 

GANSER et al. teach of a method for laser microdissection which allows a specimen 
field to be cut out form a specimen in a reliable and convenient fashion. Specifically, with 
respect to Claim 1, GANSER et al. teach of a laser microdissection device with a microscope for 
observing biological material on a specimen holder (column 2, lines 31-49), (column 1, lines 15- 
20). GANSER et al also teach of a holder which is provided for receiving the biological object 
which is excised from the biological material (column 2, lines 57-67 & column 3, line 1-1 1). 
GANSER et al. does not teach of identifying receptacles by evaluating coding. JAMES et al. 
does teach of detecting and identifying an object by evaluating coding through sensing a cut 
away section magnetically, inductively, capacitatively, photoelectrically, or by other means 
(column 13, lines 47-58). 

JAMES et al. teach of a disc being attached to the scanning shaft, the position of any 
particular part of the impressed codes can be detected. (Column 13, lines 47-72). It would have 
been obvious to combine the method of laser microdissection of GANSER and the method of 
detecting and evaluating coding of JAMES due to the fact that the current methods of laser 
microdissection is cumbersome and time consuming(GASER, column 1, lines 59-61). It is 
thought that identifying and evaluating objects by coding would make the process less 
cumbersome. 
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With respect to Claim 2, GANSER et al. teach of a laser which generates a laser beam 
having at least one optical system that couples the laser beam into the objective(column 2, lines 
36-49)(optical scanning), and of a specimen holder(column 2, lines 57-67) . JAMES et al. teach 
of detecting impressed codes by cutting away a portion of the complete disc at a particular length 
around the periphery and then sensing this cut-away section photoelectrically, magnetically, 
inductively, capacitatively, or by other means, in which a signal may be generated at variously 
located points to initiate or disable the action desired(column 13, lines 47-57). From this, it 
would be obvious to optically scan the coding wherever it might be. 

With respect to Claim 3, JAMES et al. teach of detecting impressed codes by cutting 
away a portion of the complete disc at a particular length around the periphery and then sensing 
this cut-away section photoelectrically, magnetically, inductively, capacitatively, or by other 
means, in which a signal may be generated at variously located points to initiate or disable the 
action desired (column 13, lines 47-57). 

With respect to Claim 4, JAMES et al. teach of detecting impressed codes by cutting 
away a portion of the complete disc at a particular length around the periphery and then sensing 
this cut-away section photoelectrically, magnetically, inductively, capacitatively, or by other 
means, in which a signal may be generated at variously located points to initiate or disable the 
action desired (column 13, lines 47-57). 

With respect to Claim 5, GANSER et al. teach of monitoring the camera image (column 
6, lines 58-65). JAMES et al. teach of recording a code which can either be erased or used for 
other purposes and also of a signal which may be generated at variously located points to initiate 
or disable the action desired(column 13, lines 47- 58). This would make it obvious to record an 



Application/Control Number: 10/535,762 Page 5 

Art Unit: 4112 

image on a reproduction device because the reproduction device solely duplicates the original 
image. 

With respect to Claim 6, GANSER et al. teach of the specimen holder resting on an X-Y 
stage which allows different specimen regions to be viewed and selected( column 3, lines 1-11). 

With respect to Claim 7, GANSER et al also teach of a holder which is provided for 
receiving the biological object which is excised from the biological material (column 2, lines 57- 
67 & column 3, line 1-1 1). GANSER et al. also teach of the apparatus for laser cutting that 
operates with a stationary laser beam and a specimen moved relative there (column 2, lines 28- 
38), and of adjusting the microscope system by use of an X-Y stage (adjustment device). 

With respect to Claim 8, GANSER et al. teach of monitoring the camera image (column 
6, lines 58-65). JAMES et al. teach of recording a code which can either be erased or used for 
other purposes and also of a signal which may be generated at variously located points to initiate 
or disable the action desired(column 13, lines 47- 58). This would make it obvious to record an 
image designed in such a way in which you can manipulate the recording means (since the 
generation of the signal can initiate or disable the action desired). 

With respect to Claim 10, GANSER et al. teach of a laser microdissection device with a 
microscope for observing biological material on a specimen holder (column 2, lines 31-49), 
(column 1, lines 15-20). GANSER et al also teach of a holder (receptacle device) which is 
provided for receiving the biological object which is excised from the biological material 
(column 2, lines 57-67 & column 3, line 1-11) specifically being an X-Y stage (holder) which 
has a glass specimen slide (plate) (column 2, lines 57-67, & column 3, lines 1-11) which allows 
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for control of the dissection protocol for a dissection work sequence which can be carried out 
with respect to the receptacle device. 

With respect to Claim 12, GANSER et al. teach of a laser which generates a laser beam 
having at least one optical system that couples the laser beam into the objective(column 2, lines 
36-49) )(optical scanning), and of a specimen holder(column 2, lines 57-67) . JAMES et al. 
teach of detecting impressed codes by cutting away a portion of the complete disc at a particular 
length around the periphery and then sensing this cut-away section photoelectrically, 
magnetically, inductively, capacitatively, or by other means, in which a signal may be generated 
at variously located points to initiate or disable the action desired(column 13, lines 47-57). From 
this, it would be obvious to optically scan the coding wherever it might be. 

With respect to Claim 15, teach of detecting impressed codes by cutting away a portion 
of the complete disc at a particular length around the periphery and then sensing this cut-away 
section photoelectrically, magnetically, inductively, capacitatively, or by other means, in which a 
signal may be generated at variously located points to initiate or disable the action desired 
(column 13, lines 47-57). 

With respect to Claim 16, teach of detecting impressed codes by cutting away a portion 
of the complete disc at a particular length around the periphery and then sensing this cut-away 
section photoelectrically, magnetically, inductively, capacitatively, or by other means, in which a 
signal may be generated at variously located points to initiate or disable the action desired 
(column 13, lines 47-57). 
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With respect to Claim 18, GASER et al. teach of a specimen holder (receptacle device) 
which is one an X-Y stage (holder) which is a glass specimen slide (plate) (column 2, lines 57- 
67, & column 3, lines 1-11). 

7. Claims 9, 1 1, 13, 14, & 17 are rejected under 35 U.S.C. 103(a) as being obvious over 
GANSER in US 6787301 in view of JAMES in US 2914746 as applied to claims 1-8, 10, 12, 15- 
16, &18, and in further view of TITUS in US 6152662. 

The limitations of Claims 1-5, 6, 8, 12, 15-16, &18 are taught in the above 103(a) 
rejection. 

GANSER et al. teach of a method for laser microdissection which allows a specimen 
field to be cut out form a specimen in a reliable and convenient fashion. JAMES et al. teaches 
of detecting and identifying an object by evaluating coding (column 13, lines 47-58). GANSER 
and JAMES do no teach of the use of a transponder, or a frame. TITUS et al. does teach of a 
transponder (column 15, lines 65-67 & column 16, lines 1-9), and the use of a frame (column 5, 
lines 9-10). 

With respect to Claim 9, TITUS et al. teach of recording an image (column 15, lines 44- 
53). JAMES et al. teach of recording a code which can either be erased or used for other 
purposes and also of a signal which may be generated at variously located points to initiate or 
disable the action desired(column 13, lines 47- 58). It would be obvious to do this in the region 
in which the biological objects are dissected because laser microdissection refers to cutting out a 
small piece from a specimen which is thus available for further biological or medical 
examinations(imaging)(column 1, lines 15-20). 
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With respect to Claim 11, TITUS et al. teach of the rotatable platform being mounted to 
an apparatus frame by rotatable bushing (column 5, lines 9-10). 

With respect to Claim 13, TITUS et al teach of the key coding comprising a series of 
comb-like projections to shape the key, so that the key can be identified and different or the same 
from other keys (Figure 7). This would make it obvious to code the receptacle device in the 
same fashion. 

With respect to Claim 14, TITUS et al. describe the use of a bar code which may be read 
by a bar code reader (column 15, lines 54-64). 

With respect to Claim 17, TITUS et al. teach of the use of a transponder for use in 
security (column 15, lines 65-67 & column 16, lines 1-9). From this it would have been obvious 
to use a transponder as part of a code (which is often used for security/identification purposes). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA FRITCHMAN whose telephone number is (571)270- 
5542. The examiner can normally be reached on Monday- Friday 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilliam Barbara can be reached on 571-272-1330. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/535,762 Page 9 

Art Unit: 4112 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



R.F. 



/Barbara L. Gilliam/ 

Supervisory Patent Examiner, Art Unit 4128 



